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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

1 . Claims 2-9, 12-13 and 23-26 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 8, "inward radial deformation" lacks antecedent basis. It will be interpreted as 
referring to a method of manufacture, i.e., -the outer tube is at least partially secured to the inner 
tube by inward radial deformation-. 

In claims 25-26 the phrase "an outer tube. . . rotationally fixed to the inner tube" is 
indefinite. The stator is located in the "chamber" formed between the inner and outer tube 
(claim 1, lines 7-10). The inner and outer tubes are thus part of the stator. Therefore, it is not 
clear what the phrase "rotationally fixed" means with regard to the outer tube since it, by 
definition, does not rotate. It will be taken to mean that the outer tube does not rotate, i.e., that it 
is simply "fixed" to the inner tube. 

Claim Rejections '35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 2-4, 8-9, 12-13 and 23-26 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Russell et al. (US 4,687,054). Regarding new independent claim 25, Russell 
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teaches an electric motor for installation in a bore to power a downhole tool, the motor 
comprising: an inner tube 222 (Fig.2A) centered on an axis and forming on the axis a flowpath 
(not numbered, Fig.2A); an outer tube (housing) 200 coaxially spacedly surrounding the inner 
tube and axially and rotationally fixed [sic] to the inner tube (Fig.2A); and seals (0-rings) 227 
between the inner and outer tube forming therewith a chamber separate from the flowpath 
(c.4: 19-21) a stator having windings 250 and laminations (rings) 252,254 in the chamber (c.4:51- 
68); and a rotor (armature) 300 connected to the tool and having in the inner tube 222 a magnetic 
element ("magnetic sections") 3 1 6,3 1 8,320 co-acting with the stator (Fig.2 A). 

Regarding claim 2, note plural windings 250 in first and second stators, axially spaced 
from each other (Fig.2A). 

Regarding claims 3 and 26 the stator has first and second axially similar parts (e.g., 
windings 250 or rings 252,254; Fig.2A) and the rotor has respective first and second parts (e.g., 
(magnetic sections 316,318,320; Fig.2 A) similarly axially-spaced and juxtaposed with the 
respective stator parts. 

Regarding claim 4, methods of manufacture, i.e. the step of "secured by swaging" are not 
given weight in apparatus claims. Russell teaches the inner tube 222 secured in the outer tube 
200. 

Regarding claim 8, as best understood, the outer tube is secured to the inner tube. The 
recited method of securing "[by] inward radial deformation" has not been given patentable 
weight in the apparatus claim. 

Regarding claim 9, the inner tube 222 comprises a non-magnetizable material such as 
fiberglass, brass or non-magnetic steel (c.4: 1 5- 1 6). 
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Regarding claims 12 and 23, DC lines 90,92,94 are used to power Russell's motor 
(stator) windings 130-140 (c.8:5-13). The connection of a power supply (electrical supply- lines 
10-12; Fig.l) to the windings are carried out by means of cable 232 forming a connection in the 
sealed chamber (Fig.2A; c.4:28-37). 

Regarding claims 13 and 24, the motor connects to a sucker rod pump (c. 1 :6-9). 

4. Claims 24-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Conrad et al. 
(US 3,63 1 ,275). Regarding new claim 25, Conrad teaches an electric motor for installation in a 
bore to power a downhole tool, the motor comprising: an inner tube (liner) 1 7 (Fig.2) centered on 
an axis and forming on the axis a flowpath (in rotor chamber R; c.2:30-32); an outer tube (shell) 
16 coaxially spacedly surrounding the inner tube and axially and rotationally fixed [sic] to the 
inner tube (Fig.2); and seals (end rings) 18/19 between the inner and outer tube forming 
therewith a chamber (sealed-in closure) separate from the flowpath a stator 1 2 having windings 
15 and laminations 14 in the chamber (c.2: 10-14; Figs.l&2); and a rotor 13 connected to the tool 
and having in the inner tube 17 a magnetic element (i.e., laminations inherently comprising 
magnetically-permeable material, not numbered) coacting with the stator 1 2. 

Regarding claim 24, Conrad's motor is connected to a pump (c.2:15-l 7). 

5. Claims 24-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Luenberger 
(US 3,135,884). Luenberger teaches an electric motor for installation in a bore to power a 
dovmhole tool, the motor comprising: an inner tube (sleeve) 15 (Fig.l) centered on an axis and 
forming on the axis a flowpath (in rotor space; c.2:48-59); an outer tube (casing) 1 coaxially 
spacedly surrounding the inner tube and axially and rotationally fixed [sic] to the inner tube 
(Fig.l); and seals (flanges & sleeves) 3/13/5/14 between the inner and outer tube forming 
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therewith a chamber separate from the flowpath (c.2:l-6) a stator having windings 6 and 
laminations 2 in the chamber (c.l : 50-56); and a rotor 16 connected to the tool and having in the 
inner tube 15 a magnetic element (i.e., laminations forming poles, not numbered, Fig.l) co- 
acting with the stator. 

Regarding claim 24, Luenberger's motor operates a pump (c. 1 : 1 1 ). 

Claim Rejections - 35 USC § 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

7. Claims 4, 8-9, 13 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
any one of Conrad et al. (US 3,631,275) and Luenberger (US 3,135,884) in view of Mendez (US 
5,320,182). Conrad and Luenberger as described- above each individually teach applicant's 
invention as recited in claim 25, but do not teach plural motors, i.e., "wherein the stator has first 
and second axially similar parts, and the rotor has respective first and second parts similarly 
axially spaced and juxtaposed with the respective stator parts" (claim 26). 

Mendez teaches a downhole pump including plural dc motors 60a-60d mounted serially 
in axially stacked relation, each with stator 62a-62d and permanent magnet rotor (not shown, 
Fig. 1 B, C.5: 12-27) so as to generate sufficient power to drive the pump to produce a desired 
flow rate and overcome pressure differentials (c. 1 :36-43 & 5 1 -65) 

It would have been obvious to incorporate plural motors per Mendez into the downhole 
devices of Conrad or Luenberger to generate sufficient power to drive the pump to produce a 
desired flow rate and overcome pressure differentials. 
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Regarding claim 4, methods of manufacture, i.e. the step of "secured by swaging" are not 
given weight in apparatus claims. Both Conrad and Luenberger teach the inner tube secured in 
the outer tube. 

Regarding claim 8, as best understood, the outer tube is secured to the inner tube in both 
Conrad and Luenberger. The recited method of securing "[by] inward radial deformation" has 
not been given patentable weight in the apparatus claim. 

Regarding claim 9, Luenberger' s sleeve 15 is made of plastic such as Teflon disposed 
within the bore of the lamination stack 2 so as to seal the outer stator (c. 1 :72-c.2:6). 

Regarding claim 13 Conrad's motor is connected to a pump (c.2: 1 5-17). See also 
Luenberger c.l:ll. 

8. Claims 5-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Russell (US 
4,687,054). Russell substantially teaches applicant's invention as claimed in claim 25 including 
plural stator and rotor elements, but does not teach the manufacturing steps of separately forming 
rotor shaft elements and securing them together in series (claim 5); or separately forming outer 
tube elements and securing them together in series (claim 7). 

However, these features would have been obvious in view of Russell since methods of 
manufacture are not given weight in apparatus claims. Alternatively — if construed as apparatus 
claims— "separate" (rotor) shaft elements or "separate" outer tube (stator) elements would have 
been obvious since it has been held that separation of parts, e.g. separation of Russell's rotor 
shaft 304 or outer tube (housing) 200, into plural parts involves ordinary skill. Nerwin v, 
Erlichman 168 USPQ 177 (1969). 
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Regarding claim 6, separation of the rotor shaft would provide first and second rotor shaft 
elements axially spaced fi-om each other and corresponding to respective first and second stator 
parts (i.e., coils, Fig.2A) which are also separated axially from each other. 

Allowable Subject Matter 

9. Claims 10-11 and 21-22 are allowed. Applicant incorporates the indicated allowable 
subject matter of "a pressure compensation means in the chamber" into claims 10 and 21 . 

Response to Arguments 

10. Applicant's arguments with respect to new independent claim 25 and respective claims 2- 
9, 12-13 and 26 depending therefrom have been considered but are moot in view of the new 
grounds of rejection. 



11. 



Response to Amendment 

The substitute specification filed 07 August 2007 has been entered. 
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Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Gold teaches a fluid tight joint construction for use in submersible motors 
comprising a cover b placed between a casing a and a tubular lining h (Fig. 1) with a seal formed 
by jointing material g such as rubber or wool (c. 1 :42-47). This provides a fluid-tight 
construction between parts (c. 1 : 1 -6). 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS fi-om the date of this 
final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Burton S. Mullins whose telephone number is 571-272-2029. 
The examiner can normally be reached on Monday-Friday, 9 am to 5 pm. If attempts to reach 
the examiner by telephone are unsuccessfiil, the examiner's supervisor, Darren Schuberg can be 
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reached on 571-272-2044. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for pubHshed applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. 




Burton S. Mullins 
Primary Examiner 
Art Unit 2834 
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